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M ibe time of ti» OOce Acttoo, dakns 1-21 were paxlmg and considefed Ity die 
Bxamiaer. Clams 7-11, 16 azid 19 were withilrawn as bd^ 

Clainisl^, 17, i8,20aad21staiidrBjec^ CIbiii]s5,6, 12aodl3$tai)dol9ectedto. Puxsi^ 
to this AmendxnBQW dams 1-21 reimiiipadmg m fte sulyect q>p]icatioa 

ItisQ0t6dlliatclainBS^6, 12sidl3havebeaifouQdtocoiitainaltowald0sid9 
However, Aese daims have not been rewritten imo isdq>eDdeat fi>im at Hiis ttme because tbe 
uodevt)^ daiiDB are afgued to be alh> waUe as explained below. 

It is further iK>ted ttiat the iqection n^e by the Ex^^ 
Claiixisl-3, l7 8adlSh£nrebeeQii9ecteduKlerlQ2(b)asbeiiig»^^ 
Pat»t No. 6,058,946) m view of dACT Yacger €t al (U.S. Patent No. 4,490,975) or Johnson 
(U.S. Pateot No. 4,965,545). Howev^, a dsim is mmdpated od^ if each aid every dement is 
found in a si^^ prior ait refisFenoe (see MPEP 2131). Hie Exanmier correctly recognizes ttiai 
BdlatietaLfiiltoinchjdeaduqpeznemary w^ However, 
theExannnerpoiidtstoYaegeretd. andJcdmsonassoh^ftedefiden^ Evexi 
so, it is respectfiuDy agned that tUs con^^ 

under one of the exceptions for usii^ multiple references under a 102 i^ection as set forth in 
MPEP2i3t01. Acconbigbr.itisiespectfUItydcgue^ 

inqsroper. Neverdieless, the foUowiqg arguments are made to aigue oyer flie proposed 
conbination whether under a 102 rqwtion or a 

Theundeiagned is also not dear if claims 3, 4,20axid21wereBatendedtobeiiududedin 
tfaerqectioa These dains are not forth as bdng rgected under the 102 n^ectkm, but the 
Exaininerrnakes reference to these dain^ in the body of the rg^ Claiification as to tbe 
status of daims 3, 4, 20 and 21 is respect&lly leqaiestedL 

It is yet fuTtho' noted that the status of claiins 14 arid 15 is not dear. Novrfteremthe 
OffitoeAc^ondoestheKxattwief address daims 14 and IS. Thus, daiificatian as to the status of 
daims 14 and 15 is re^yectfuBy requested 
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In r^ards to the imposed coniUnaAi^ 
RspectfiiDjr aigued that tt^ suggested cDndmatkm is hspioper. The memoiy spfing (366) of 
Bellad a aL is ad^sted to e?q[)iPKl iqponthQ qipfi^^ Contrary to the device ofBeflati 

et aL , the Aap& memory wire of Johnson contracts upon the qijdication of heat^ and the diape 
mamoiy siRing of Ya^ger et aL also comnicts iQ)^ 
llius^ one of ordinaiy skiD in the art woiddiuyt n:v>d^ 

of Yaeger et aL or Johnson because to do so woold reaider the device of BeDati et aL non- 
fimctionaL Tfais^ for at least these reasons^ the danzs are patentaUe over the proposed 
condrinaticai of the cited references. 


Since there are allowable geoenc dams, flie withdrawn claitns are also albwdde and 
should be considered. 

NoiiewmBtterhas beenaddedby w^oftheroxiarksiiiade^^ Reconsidcratzonand 
aDowance of aU the remaimng paKling dairos are respectfuEt/ requested Considair^ the 
uDceitaiat)^ with respect to the rqection and the status of aU the dams, in the event th^ the 
Examiner does not find ail of the daims to be in comtition for aUowance^ it is respectfully 
that the nest Office Action i^khiU not be made Final so as to provide the applicams an 
opportunity to address all of tte datms at least once before a Final Ofi^ Action is mailed If 
fine are any other issues that can be expeditioasly handled by teleplXMie conference^ the 
E x ai ii i i i er is invited to telephone the underslgpad at th^ 


IUiD<»s Tool Works Inc. 
3600 West Lake Avettue 
Qenview, Illinois 60026 
(847)657-4075 
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